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AMENDMENT TRANSMITTAL 

Transmitted herewith is m amendment for this application. 



1731 

M- Halpern 



1. 



2. 



STATUS 



Applicant is 

|8 a small entity. A statement; 
□ is attached, 
gl was already filed. 

□ other than a small entity. 




-C ERTIFICATE OF MAOJNg/Tl^N EM ISSION (37 C.I,*. 



I hereby 



certify th^t. on the date shown below, this correspondence is being: 



MAILING 



deposited with the United States Postal Service 
with sufficient postage as first daw m»«J m «P 
envelops addressed to the A«l«Wt 
Commissioner for Patents, Washington, D.C. 

20231. 



Date: A »ri^ ?Q 2001 



□ 



FACSIMILE 

transmitted by facsimile to the Patent and 
Trademark QfSpe, 



Signature 



tAWF.TI.CORD 



(type or print W ofperspn certifying) 
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NOTE; 



EXTENSION OP TEKM 

r j . B i if a tlmefr A'** complete has bawtjlled 

/S«r /ft MS (1061 O.G. 34-33). 

« n Jl7CFR. J.SSOfc) for extensions ofi\W 

in reexamination proceedings. 

3 . ^^^^^^^^^^" 1C ^ lM ^ 

(complete (d) or (b), as applicable) 

— SET*" 

□ pne month * S19S00 
r-i *v.c $ 390.00 * 1S3 - WU 
P two months * _ Ads 00 

<R 800 00 * ' 

Q three months * s * u,u Q 

_ , $ 1 390 00 * eys.uu 

□ four months * i,«u.uu 



Fee: $. 



tt an additions extension of time is required, please confer this * P**» therefor. 

fctecfr complex the next Item, if applicable) 

■ fx, rnonths has already been secured. The fee pqid therefor pf 



$_ 

requested. 



Extension fee due with this request $ 

OR 



inadvertently overlooked the need for a petition for extension ox u 
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PEE FOR CLAIMS 
The fee for claims (37 C.F.R. l.lfi(b)-W)) ^ been called as *£gj£^ A 

(CpUL rrn] -1 ™ " SMALL ENTITY SMALL ENTITY 



4. 



Claims _ 

Remaining Highest No, A(ldit . 

After Previously JJ^nt A44U, ^ 

Amendment MdFor Extra Rate 

s+ — : — - x$9« $ xsis- F~ 

To^l 5 " 

rr= ~ ' x S40= I X $ 80 = $ 



~ ] First Presentation of Multiple dependent Claim +$135 = ? 



+ $270= $ 



"ToteT Total 
Addit.Fee $ Addit. Fee $„ 



. If the enuy in Col. H. .ban ecjy to ^j^^&^V e^r "20". 
J££££« or thoWr of Cain* originally KM. 

(complete (c) or (d), as applicable) 



WARNING' 



( C ) □ No additional fee for claims is required. 

OR 

(ti ) P Total additional fee for claims required $ 

FEE PAYMENT 



s> p Attached is a check in the surn of $ , 



P Charge Account No. 12*0425 the sum of $ 
A duplicate of this transmittal is attached. 



(Amendment Transmit^!— page 3 of 4) 9-19 
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FEE DEFICIENCY 

A»«.. Iflhere , S a fie deficiency and ,k~ is '''-J^^ >r 
cover the additional lime consumed m ^"^Slli I held tbendoned. In f/iwe instances 
,, p ired before the deficiency is noted, and J W«" » "' fl * m 

Motion to charge is ^^-P^^J^^J^^^. Authorization charge the deposit 
France Branch in order to VP y these *w»w£ TheT^TofAP^ 19S6, (1065 O.G. 31*3). 
account for any fie deficiency should be cached. See the Notice oj4pm /, t yo , r « 

6 . B If any additional extension and/or fee is required, charge Account No. 12=0425. 

AND/OR 

H If any additional fee for claims is required, charge Account No, 



SIGNATURE OF PBACTTTION5R 



Jmmtl. Cord 



Reg, No, 33,778 (type or print n<im6 of practutoner) 
Tel, No. (212) 708-1935 P , Q . A4dre SS 



Customer No. o/o & Pwy 

26 West 61 Street 
New York, N.Y. 10023 
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Group No- 1731 
Examiner-: M. Halpern 



PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: Qi Yong YOO 
Serial No.: 09/295,850 
Filed: April 21. 1999 
For: TOBACCO SUBSTITUTE COMPOSITION 

Attorney Doclcet No.: U 012218-7 

Assistant Commissioner for Patents 
Washington. DC 20231 

Sir: 

ot rppT -p ^RNTAL R ESPONSE 
This is a supplement response to the Notice of Appeal filed on July 9, 2001. 
The present application discloses a composition comprising 80-90 weight percent of 
Encommia ulmoides, 1-10 weight percent of Glycyrrkua glabra, and weight percent of 
Perillafrutescens. The present composition is a tobacco substitute and is an effective atd in 
poking cessation. G^^^ 

vtmoti* for their "medicinal" purposes, Often a person who is in the process of quitting 
smoking Will experience side effects such as coughing and will expectorate sputum. 
Glycyrrhiza glabra serves to discharge sputum and smooth the airways of a patient who is 
smoking the composition to overcome 



the side effects which may occur due to cessation of 



smoking, see the paragraph bridging pages 2 and 3 of the new specification. 



CERTIFICATE OF MAILING (37 CFR 1.8a) 
for Patents, Washington, D.C 20231 



Tanetl. Cord 



Type or print name of person mailing paper) 



Date: J AugusX2JL_2J)Ql 



(Signature of person mailing paper) 
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Perilhfrutescens is added to the composition to overcome the coughing effects associated 
With cessation of smoking, see page 3, lines 3-6 of the new specification. 

According to the Examiner, the present invention is obvious in light of Shin (KR 
9007S55B) in view of Webster's 3* New International Dictionary, Finberg (U.S. Patent No, 
2,930,719) ^ndHorimoto (U.S. Patent No. 4>620 a S54). 

The Shin reference describes a tobacco substitute composition comprising Eucommia 
ulmoides, licorice, honey and peppermint mixture. The Shin reference is silent about using 
Perillafrutesceits, The Finberg reference teaches using licorice as a flavoraiit at 4%. The 
Examiner argues that it would have been obvious to add the licorice to (he tobacco substitute 
composition of Shin because it would accomplish the desired results of flavoring the 
composition, Horimoto teaches using Beefsteak, Japanese mint, peppermint and vanilla 
interchangeably as flavorants in a smoking composition. The Examiner alleges that it would 
have been obvious to combine Beefsteak and Japanese mint with the composition of Shin 
because the aseptic action and tasteful properties of Beefsteak and the refreshing feel and 
taste properties of Japanese mint, would provide further flavoring in the Shin tobacco 
substitute. 

None of the cited prior art references describe GlycyrrhUa glabra and Perilla 
frutesceris to overcome the side effects associated with the cessation of smoking. Rather the 
prior art references, as well as the arguments set forth by the Examiner, describe Glycyrrhvza 
glabra and Perilla frutescens as flavorants. 

Enclosed are papers disclosing the medicinal properties of Glycyrrhiza glabra and 
Perilhfrutescens. These papers support the position that these components act as something 
more than flavorants. 
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In the Journal of Alternative and Complementary Medicine (2000 Dec) 6 (6) 557-9 
(see Attachment A), the effectiveness of Niujin Yoei To, an herbal medicine comprising 
glycyrrhize, was studied for treating patients suffering from lung cancer. The results of the 
Study were that the tumors in the lungs were reduced and certain side effects, such as 
coughing, disappeared. 

Perilla frutescens has been studied for decreasing the amount of nicotine and carbon 
monoxide contained in blood due to smoking and for reducing the effects of asthma. In JP 
62-135428 a method of decreasing the amount of nicotine and carbon monoxide in the body 
of a smoker was described using an effective amount of a composition comprising the active 
ingredients of ascorbic acid or its salts, powdered leaves of Comfrey, vegetable albumin and 
Perilla (see Attachment B). It was discovered that this composition expedites or accelerates 
the natural body's process of detoxification, 

to the International Archive, of Allergy and Immunology J oumal (See Attachment C), 
dietary Perilla seed oil was studied and it was determined that dietary supplementation of 
PeriUa seed oil aclministered to selected patients With asthma suppresses the generation of 
leukotriene LTC4- It was also determined that clinical features such as an increase in 
respiratory function and a decrease in serum levels of total cholesterol, triglyceride, high- . 
density lipoprotein cholesterol were alao associated with Perilla seed oil. In Internal 
Medicine, (See Attachment D) the effects of Perilla seed oil on bronchial asthma were 
compared with the effects of com oil. The results showed that Perilla seed oil 
supplementation is useful for the treatment of asthma in terms of suppression of LTB4 and 
LTC4 generation by leucocytes, and improves respiratory function. 

In Chem. Pharm. Bull. 43(5) 887-889 (1995), two novel antioxidants were produced 
from roasted Perilla seed, (see Attachment E). Antioxidants have been proven to prevent 
certain cancers, such as lung cancer, which is a side effect of smoking cigarettes. 

- 3 - 
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The mere fact that references can be combined or modified does not render the 
resultant combination obvious unless the prior art also suggests the desirability of the 
combination, In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed.Cir. 1990). 

None of the prior art references cited by the Examiner suggest combining Glycyrrhiza 
glabra mi Periila frutescms *i*Eucommia ulmoides to reduce ft, , ide effects associated 
with the cessation of smoking, As noted above, it has been proven that Glycyrrhiza glabra 
reduces the side effect of coughing in patients suffering from lung cancer and Periila 
frutescens improves respiratory functions in patients suffering from asthma. 

Flavorants that maybe used in the present invention include sodium chloride, 
glycerol, sweetener, spices, sugar, honey, and artificial sweetener, see page 3, lines 7-10. 
From the description in the specification along with the journal articles cited by the Appli- 
cants, it is dear that Glycyrrhiza glabra and Periila fmescens are used for other purposes 
besides flavoring. Therefore, without the prior art suggesting using mcommia ulmoide*. 
Glycyrrhiza glabra and Periila jrutescens to overcome or moderate the physical effects 
associated with cessation of smoking, mere is no suggestion or motivation to modify the 
reference or to combine the reference teachings. 

Applicants respectfully submit that the present invention is nonobvious over the cited 
prior art because the references do not suggesting fee use of frcommia ulmoides, Glycyrrhiza 
glabra and Periila frutescens in an amount sufficient to overcome the coughing and rwpira, 
tory effects associated with cessation of smoking. 

Respectfully submitted, 



JANET I. CORD 

C/O LAD AS & PARRY 

26 WEST 61" STREET 

NEW YORK. NEW YORK 10023 

REG NO. 33,778 (212)708-1935 
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